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1 )^| Responsive to communication(s) filed on 30 June 2008 . 
2a )□ This action is FINAL. 2b)£3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^3 Claim(s) 1-4,6-12 and 14-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4,6-12 and 14-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) L~H The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
6/30/2008 has been entered. Claims 1-4, 6-12, and 14-25 are pending in the 
application, with claims 1-4, 6, 8, 9-12, 14-18, 20-21, 23, and 25 currently amended. 

"Language To Be Used in Rejecting Claims" 
As Per MPEP 707.07(d) 

2. "The examiner should, as a part of the first Office action on the merits, identify 
any claims which he or she judges, as presently recited, to be allowable and/or should 
suggest any way in which he or she considers that rejected claims may be amended to 
make them allowable. If the examiner does not do this, then by implication it will be 
understood by the applicant or his or her attorney or agent that in the examiner's 
opinion, as presently advised, there appears to be no allowable claim nor anything 
patentable in the subject matter to which the claims are directed. " (emphasis added) 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4, 6, 9-12, 14, 21-22 and 25 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 98/09259 to Bennett (hereinafter Bennett) in view of U.S. 
6,174,235 to Walker et al. (previously of record; hereinafter Walker). 

The examiner notes that the independent claims presented have substantial (but 
not total) overlap in scope. The examiner has perceived the differences in the scope of 
the independent claims. However, in the interest of brevity, the Examiner will address 
the most specific elements of the independent claims with the understanding that all 
broader limitations are addressed because they are within the scope of the below- 
described specific elements. 

Regarding claims 1, 6, 9, 14, and 25, Bennett teaches the following limitations: 

• A gaming device (figs. 1 ,6), the gaming device comprising: 

• A display device (display 11); 

• An input device (touch sensitive areas on the display surface, see at least 
the abstract) 

• A processor in communication with the display device and the input device 
(e.g., game control processor circuits, see at least the abstract; 
microprocessor, see at least p. 3, II. 11-15), wherein the processor is 
programmed, for each play of a game, to: 

• Cause a plurality of masked selections to be displayed to a player by the 
display device (see at least figs. 2-4; p.3, II. 25-28; and p.4, II. 9-12); 



Application/Control Number: 09/957,018 Page 4 

Art Unit: 3714 

• Associate a plurality of different values with the masked selections prior to 
said masked selections being picked by the player and without displaying 
which values are associated with which selections (see at least figs. 2-4 
and p.3, II. 11-31); 

• Enable the player to pick a plurality of said masked selections for a 
designated number of predetermined sets (the Examiner interprets the 
entire game matrix of e.g., 3x3 selections to be the "predetermined set"); 

• For each of the designated number of predetermined sets, determine a 
plurality of said values in said set by enabling the player to pick a plurality 
of said selections (interpreted as "masked selections") for said set wherein 
the plurality of values in each set are based on the values associated with 
the selections picked by the player for said set (see at least figs. 2-4 and 
p.3, II. 11-31); 

• Cause a display of each of the predetermined sets and the values in each 
set (see at least figs. 2-4); 

• Generate a plurality of awards for each one of the predetermined sets by 
selecting a plurality of but not all of the values in each one of said sets 
(The Examiner notes that the invention as claimed requires that at least 
one but less than all of the total number of values in each set be used to 
generate the award. This is in contrast to the previous interpretation 
which dictated that the claimed invention required that at least one but 
less than all of the values selected by the player be used to generate the 
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award. As such, Bennett clearly teaches such because the player is only 
awarded those credits earned by his selections and not those of the 
gaming device. Furthermore, selections bearing a prize are selected (e.g. 
5 credits), whereas "zero prize" zones are not used to generate the 
award(s); see at least p. 2, II. 17-19. It is the position of the Examiner that 
the claimed invention may be properly interpreted in either of the ways 
described herein, both of which are taught by Bennett.); 

• Generate a resulting award by performing at least one mathematical 
operation on the awards generated from each of the predetermined sets 
(adding the prize bearing selections and/or multiplying them by a bet of 
credits; see at least figs. 2-4 and p. 3, line 32-p.4, line 19); 

• Provide said resulting award to the player (see at least p.4, II. 13-19). 
Bennett teaches the invention substantially as described above, but lacks in 

explicitly teaching that the designated number of predetermined sets is at least two. In 
Bennett, there is one predetermined set of selections (e.g., the 3x3 game matrix in figs. 
2-4) for each game played. In a related disclosure, Walker teaches a selection game 
best described in figures 5-6 and 10, wherein the player chooses a plurality of masked 
selections from one or more sets of selections. The player's selections are then 
unmasked to reveal the prize value, if any, that was previously hidden from the player. 
With regard to figure 10, Walker teaches that three game sets 300, 302, and 304 may 
be presented to the player, wherein the player selects at least one selection from each 
of the three game sets (see at least 9:17-25). It would have been obvious to one of 
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ordinary skill in the art to modify Bennett to include at least two predetermined sets of 
selections as suggested by Walker because the substitution of one known element for 
another would have yielded predictable results. Additionally, one of ordinary skill in the 
art would have been capable of applying the known method of enhancing a base device 
(e.g., Walker's enhancing of a single set game to a multiple set game) in the prior art 
(e.g., Bennett's single set game) and the results would have been predictable to one of 
ordinary skill in the art. See KSR International Co. v. Teleflex Inc. 

Regarding claim 21 , the combination of Bennett and Walker teaches the 
invention as described above, but lacks in explicitly stating that each of the associated 
values is greater than zero. Such a limitation lacks criticality in the invention, as 
evidenced by the fact that all prior and numerous existing claims make no mention of 
the particular values to be assigned to each selection. It would have been an obvious 
matter of design choice, well within the capabilities of one of ordinary skill in the art to 
assign a value greater than zero to each of the selections. Moreover, the functionality 
of Bennett would not be rendered unsatisfactory by such modification. The claimed 
invention requires that each associated value be greater than zero, but also requires 
that at least one but less than all of the values in a given set be used to generate an 
award. This is tantamount to assigning a value greater than zero, but preventing the 
player from receiving the value (in other words providing a zero value) for at least one of 
the selections. In other words, the non-awarded values of Bennett (such as the "O's" 
generated by the gaming device) could be assigned values greater than zero, but 
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because the player is not awarded these values, the fundamental invention of Bennett 
would be unchanged. 

Claims 3-4, and 11-12 are explained above with regard to the independent 
claims. Regarding claims 2, 10, 22, and 24, Bennett teaches selecting at least the 
largest value or award of each set (see at least p. 3, line 32-p.4, line 19). 

1 . Claims 8, 1 5-20, and 23-24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Bennett in view of Walker as applied above and in further view of 
U.S. 6,345,824 to Selitzky (hereinafter Selitzky). 

Regarding claims, 8, 15-16, 18-19, and 23 Bennett teaches the invention 
substantially as described above. Bennett lacks in explicitly teaching selecting "at least 
one but not all of the awards from the plurality of different sets in order to generate a 
resulting award. Selitzky teaches a game with a bonus feature wherein if the player's 
hand includes more than one bonus combination, only the highest ranking bonus 
combination is rewarded (see at least 7:1-13). It would have been obvious to one of 
ordinary skill in the art at the time of invention to apply the teaching of Selitzky (only 
awarding the highest ranking bonus combination) to the invention of Bennett in order to 
allow more award bearing selections (in Bennett) to be displayed on the screen without 
the provision of large awards paid by the gaming establishment, resulting in more 
frequent but smaller value awards being paid out by the gaming machine. Such a result 
is favorable to a gaming establishment because it allows customers to be frequently 
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awarded (which results in more repeat customers) without the need for the gaming 
establishment to pay large sums. 

Bennett describes claims 17, 20, and 24, as shown with regard to claims 2, 10, 
22, and 24 above. Bennett describes claim 1 9 with respect to claims 1,6,9, 14,21, 
and 25 above. 

2. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bennett in 
view of Walker as applied above, and further in view of Admitted Prior Art. 

Regarding claim 7, Bennett lacks in explicitly teaching that the display device 
displays the selections and reveals values associated with the selections that are not 
picked by the player. The Examiner, in a previous rejection, took Official Notice that it 
was notoriously well known in the art at the time of invention to display the non-chosen 
values, in addition to the chosen values. One of ordinary skill in the art at the time of 
invention would have been motivated to do so in order to indicate to the player what he 
or she could have selected. U.S. 6,102,798 to Bennett (previously of record) shows this 
feature to be well known in the art. Applicant failed to adequately challenge the 
Examiner's Official Notice and it is now considered Admitted Prior Art. 

Response to Arguments 
5. Applicant's arguments with respect to the claims have been considered but are 
moot in view of, or answered by, the new ground(s) of rejection above. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William H. McCulloch whose telephone number is (571) 

272- 2818. The examiner can normally be reached on M-F 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on (571) 272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/W. H. M./ 

Examiner, Art Unit 3714 
9/13/2008 

/Robert E Pezzuto/ 

Supervisory Patent Examiner, Art Unit 3714 



